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DETAILED ACTION 
Election/Restrictions 
Applicant's election without traverse of Group I, claims 1-1 1 , in the reply filed on 
12/19/2006 is acknowledged. 

Claims 12 and 13 are withdrawn from further consideration pursuant to 37 CFR 
1 .142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 12/19/2006. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
. of such treaty in the English language. 

Claims 1-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Soliva 
et al (Nucleic Acids Research, vol 28, no 22, pp4531-4539, published Nov 15, 2000). 

With regard to claim 1, Soliva teaches an antiparallel oligonucleotide triplex 
comprising the substitution of at least one purine in said triplex with at least one 8- 
aminopurine (8-aminoguanine, represented by 1, see page 4533, "Oligonucleotide 
synthesis"). See for example Table 3, where Soliva describes an experiment to 
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determine the thermodynamic parameters for transition of a triple helix (formed from a 
hairpin oligonucleotide h26 and another oligonucleotide sn) to its dissociated fomi. Note 
that there is no explicit definition of "antiparallel oligonucleotide triplex" in the instant 
specification. Therefore there is nothing in the claim to structurally distinguish the 
oligonucleotide triplex taught by Soliva from the claimed triplex. 

With regard to claim 2, Soliva teaches an oligonucleotide hairpin (see for 
example Table 3, oligonucleotide h26) comprising a first oligonucleotide strand 
(GAAG1A1GA1A), a linker (TTTT), and a second oligonucleotide strand 
(TCTCCTCCTTC), wherein said first oligonucleotide strand is substantially a purine 
strand comprising at least one 8-aminopurine (8-aminoguanine, represented by 1, see 
page 4533, "Oligonucleotide synthesis"), and wherein said linker is connected to either 
the 3' end of said first oligonucleotide strand and the 5' end of said second 
oligonucleotide strand or to the 5' end of said first oligonucleotide strand and the 3' end 
of said second oligonucleotide strand. See Table 3. 

With regard to claim 3, Soliva teaches 8-aminoguanine. See Table 3. 

With regard to claim 4, Soliva teaches a tetrathymidine linker. See Table 3. 

With regard to claims 5 and 6, note that the hairpin oligonucleotide h26 taught by 
Soliva can also be considered to comprise a first oligonucleotide strand (GAAG1), a 
linker (A1), and a second oligonucleotide strand (GA1AI I i i i CTCCTCCTTC), wherein 
said first oligonucleotide strand is substantially a purine strand comprising at least one 
8-aminopurine (8-aminoguanine, represented by 1, see page 4533, "Oligonucleotide 
synthesis"), and wherein said linker is connected to either the 3' end of said first 
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oligonucleotide strand and the 5' end of said second oligonucleotide strand or to the 5' 
end of said first oligonucleotide strand and the 3' end of said second oligonucleotide 
strand. Furthermore the second oligonucleotide strand comprises guanine and adenine 
(claim 5) as well as guanine and thymine (claim 6). 

With regard to claim 7, no specific target oligonucleotide is recited in the claim. 
Any nucleotide sequence, including the first strand of the oligonucleotide h26 taught by 
Soliva in figure 3, is inherently complementary to a target oligonucleotide. And in fact 
Soliva teaches a target oligonucleotide, designated sn in Table 3. 

With regard to claim 8, Soliva teaches an oligonucleotide duplex comprising a 
first oligonucleotide strand and a second oligonucleotide strand, wherein said first 
oligonucleotide strand is substantially a purine strand comprising at least one 8- 
aminopurine, and wherein said second oligonucleotide strand is substantially 
complementary to and chemically bound to said first oligonucleotide strand. See Table 
3, oligonucleotide h26. 

With regard to claim 9, Soliva teaches a method for stabilizing an antiparallel 
oligonucleotide triplex, comprising the steps of providing an antiparallel oligonucleotide 
triplex comprising a first, second, and third oligonucleotide strand, wherein at least one 
oligonucleotide strand comprises a purine, and replacing said purine with an 8- 
aminopurine. See Table 2, where Soliva teaches a first and second strand (which are 
the first and second strands of hairpin oligonucleotide has discussed above) and a third 
oligonucleotide strand, Sn. Note that Soliva demonstrates higher melting temperature 
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of the oligonucleotide triplex (therefore increasing stability thereoO by replacing guanine 
with 8-aminoguanine (represented by 1, see page 4533, "Oligonucleotide synthesis"). 

With regard to claim 10, Soliva teaches an antiparallel triplex comprising a first 
oligonucleotide strand comprising at least one 8-aminopurine, a linker connected to said 
first strand, a second oligonucleotide strand connected to the opposite end of said linker 
from the first oligonucleotide strand and capable of fomiing a hairpin with said first 
oligonucleotide strand, and a third oligonucleotide strand comprising pyrimidines, 
wherein said third oligonucleotide strand is substantially complementary to and 
antiparallel to said first oligonucleotide strand. See Tables 2 and 3. 

With regard to claim 11 , the specification does not contain an explicit definition as 
to what constitutes a "Hoogsteen configuration" or a "reverse Hoogsteen configuration" 
and therefore does not structurally distinguish over the triplexes taught by Soliva. 

Claims 1-1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by Eritja et 
al (US 2006/0008813, published Jan 12, 2006. priority date Jan 22, 2002), which is the 
publication for US application 10/966,672. 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 
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With regard to claim 1, Eritja teaches in paragraph [0052] that an embodiment of 
his invention involves the formation of an antiparallel triple helix comprising one or more 
8-aminopurines. 

With regard to claims 2 and 3, Eritja teaches an oligonucleotide comprising a 
polypyrimidine sequence, a polypurine sequence comprising at least one of 8- 
aminoadenine, 8-aminoguanine or 8-aminohypoxanthine, and a linker connecting the 
two sequences (see claims 9 and 12). A "polypurine sequence" is a species of an 
oligonucleotide strand that anticipates the "substantially a purine strand" as found in 
instant claim 2, while 8-aminoadenine, 8-aminoguanlne and 8-aminohypoxanthine are 
anticipate the 8-aminopurines found in instant claims 2 and 3. A polypyrimidine 
sequence is a species that anticipates the "second oligonucleotide strand" as found in 
instant claim 2. Furthermore, the linker orientations taught by Eritja in claims 10, 11, 13 
and 14 of the '672 application anticipate the limitation regarding linker orientation of 
instant claim 2. 

With regard to claim 4, Eritja teaches a tetrathymine linker (see paragraph 
[00831). 

With regard to claim 5, Eritja teaches an oligonucleotide meeting the limitations 
of claim 2, wherein the second oligonucleotide strand comprises guanine and adenine 
(see page 4, Table 1 , "B-22AMMA", for example). 

With regard to claim 6, Eritja teaches an oligonucleotide meeting the limitations 
of claim 2, wherein the second oligonucleotide strand comprises guanine and thymine 
(see page 4. Table 1 , "B-22AMMA", for example). 
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With regard to claim 7, any oligonucleotide, including those taught in the claims 
of the '672 application, are inherently complementary to a target oligonucleotide (i.e. 
every oligonucleotide sequence has a corresponding complementary sequence which 
can be considered a "target"). 

With regard to claim 8, the only distinction from instant claim 2 is the added 
requirement that the second oligonucleotide is substantially complementary to the first 
oligonucleotide. Eritja teaches an oligonucleotide meeting the limitations of claim 2, 
wherein the second oligonucleotide strand is substantially complementary to the first 
(see page 4, Table 1 , "B-22AMMA", for example). 

With regard to claims 9-11, Eritja teaches replacing adenine with 8-aminoadenine 
to increase the stability of the triple helix comprising Hoogsteen bonds (see paragraphs 
[0006]-[0007]). There is no explicit definition of "antiparallel oligonucleotide triplex", 
"Hoogsteen configuration" or "reverse Hoogsteen configuration" which structurally 
distinguishes over the triple helix taught by Eritja. 

Claims 1-11 are rejected under 35 U.S.C. 102(e) as being anticipated by Eritja et 
al (US 2004/0029160, published Feb 12, 2004, priority date May 24, 2002), which is the 
publication for US application 1 0/446.201 . 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
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the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

With regard to claim 1, Eritja teaches an antiparallel oligonucleotide triplex 
comprising at least on 8-aminopurine (see claim 1 of the '201 application). 

With regard to claim 2, Eritja teaches a parallel hairpin comprising a purine part, 
a pyrimidine part, and a linker, wherein the purine part comprises at least one 8- 
aminopurine (see claim 1 of the '201 application). Eritja teaches the linker connects the 
5' end of the purine part to the 5' end of the pyrimidine part (see claim 10 of the *201 
application). 

With regard to claim 3, Eritja teaches the at least one 8-aminopurine is 8- 
aminoadenine, 8-aminoguanine or 8-aminohypoxanthine (see claims 6-8 of the *201 
application). 

With regard to claim 4, Eritja teaches a tetrathymlne linker (see claim 5 of the 
'201 application). 

With regard to claim 5, see table at middle of page 10, RE-2AG (G'^ is 8- 
aminoguanine; see for example paragraph [0035]), wherein the second oligonucleotide 
comprises guanine and adenine. 

With regard to claim 6, see figure 15, B-22AMMGA, (A^ is 8-aminoadenine; see 
for example paragraph [0035]), wherein the second oligonucleotide comprises guanine 
and thymine. 

With regard to claim 7, any oligonucleotide, including those taught by Eritja, are 
inherently complementary to a target oligonucleotide (i.e. every oligonucleotide 
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sequence has a corresponding complementary sequence whicli can be considered a 
"target"). 

With regard to claim 8, the only distinction from instant claim 2 is the added 
requirement that the second oligonucleotide is substantially complementary to the first 
oligonucleotide. This limitation is taught by Eritja in claim 1 of the '201 application, 
which teaches a hairpin comprising a polypurine sequence and a polypyrimidine 
sequence, wherein "said polypurine sequence is complementary to and parallel to said 
first polypyrimidine sequence". 

With regard to claim 9, Eritja teaches a method for stabilizing an antiparallel 
oligonucleotide triplex by replacing natural purines in the triplex with 8-aminopurines 
(see paragraph [0057]). 

With regard to instant claims 10 and 11, Eritja teaches an antiparallel 
oligonucleotide triplex as discussed above (see claim 1 of the '201 application). 
Furthermore, Eritja teaches such a triplex wherein the target sequence of the triplex is 
arranged in Hoogsteen orientation with respect to the hairpin (see claim 16 of the *201 
application). 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
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1985); In re Van Ornum, 686 F,2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 2, 3, 7 and 8 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 9-14 of 
copending Application No. 10/966,672. Although the conflicting claims are not identical, 
they are not patentably distinct from each other for the following reasons: 

With regard to instant claims 2 and 3, claims 9 and 12 of the '672 application 
teaches an oligonucleotide comprising a polypyrimidine sequence, a polypurine 
sequence comprising at least one of 8-aminoadenine, 8-aminoguanine or 8- 
aminohypoxanthine, and a linker connecting the two sequences. A "polypurine 
sequence" is a species of an oligonucleotide strand that is "substantially a purine 
strand" as found in instant claim 2, while 8-aminoadenine, 8-aminoguanine and 8- 
aminohypoxanthine are species of 8-aminopurines as found in instant claim 2, and are 
identical to the species found in instant claim 3. A polypyrimidine sequence is a species 
of a "second oligonucleotide strand" as found in instant claim 2. The specific limitations 
of claim 9 of the '672 application render the more generic limitations of instant claim 2 
obvious. Furthermore, the linker orientations taught in claims 10, 11, 13 and 14 of the 
*672 application cover the limitation regarding linker orientation of instant claim 2. 
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With regard to instant claim 7, any oligonucleotide, including those taught in the 
claims of the '672 application, are inherently complementary to a target oligonucleotide 
(i.e. every oligonucleotide sequence has a corresponding complementary sequence 
which can be considered a "target"). 

With regard to instant claim 8, the only distinction from instant claim 2 is the 
added requirement that the second oligonucleotide is substantially complementary to 
the first oligonucleotide. This limitation is taught in claim 12 of the '672 application 
because in that claim, the polypurine sequence forms a parallel double-stranded 
structure with the polypyrimidine sequence. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 2, 3, 7 and 8 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 5 of copending 
Application No. 10/917,778. Although the conflicting claims are not identical, they are 
not patentably distinct from each other for the following reasons: 

With regard to instant claims 2 and 3, claim 5 of the 778 application teaches a 
method using a parallel-stranded hairpin comprising a purine part (a species of the 
instant "substantially" purine strand), a pyrimidine part (a species of the instant second 
oligonucleotide strand) and a linker connecting the two parts according to instant claim 
2, wherein the purine part comprises one of 8-aminoadenine, 8-aminoguanine and 8- 
aminohypoxanthine (as found in instant claim 3). In teaching a use for a structurally- 
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defined species of the instant oligonucleotide, claim 5 of the 778 application renders the 
generic structure of the Instant oligonucleotide obvious. 

With regard to instant claim 7, any oligonucleotide, including those taught in the 
claims of the 778 application, are inherently complementary to a target oligonucleotide 
(i.e. every oligonucleotide sequence has a corresponding complementary sequence 
which can be considered a "target"). 

With regard to instant claim 8, the only distinction from instant claim 2 is the 
added requirement that the second oligonucleotide is substantially complementary to 
the first oligonucleotide. This limitation is taught in claim 5 of the 778 application, which 
is directed to a method using a "parallel-stranded hairpin". 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 2, 3, 7 and 8 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 6 of copending 
Application No. 10/912,032. Although the conflicting claims are not identical, they are 
not patentably distinct from each other for the following reasons: 

With regard to instant claims 2 and 3, claims 1-6 of the '032 application teaches a 
parallel-stranded hairpin comprising a purine part (a species of the instant 
"substantially" purine strand), a pyrimidine part (a species of the instant second 
oligonucleotide strand) and a linker connecting the two parts according to instant claim 
2, wherein the purine part comprises one of 8-aminoadenine, 8-aminoguanine and 8- 
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aminohypoxanthine (as found in instant claim 3). In teaching a structurally-defined 
species of the instant oligonucleotide, claims 1-6 of the 778 application render the 
generic structure of the instant oligonucleotide obvious. 

With regard to instant claim 7, any oligonucleotide, including those taught in the 
claims of the '032 application, are inherently complementary to a target oligonucleotide 
(i.e. every oligonucleotide sequence has a corresponding complementary sequence 
which can be considered a "target"). 

With regard to instant claim 8, the only distinction from instant claim 2 is the 
added requirement that the second oligonucleotide is substantially complementary to 
the first oligonucleotide. This limitation is taught in claims 1-6 of the '032 application, 
which are directed to a "parallel-stranded hairpin". 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 1-4, 7, 8. 10 and 11 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1 , 5- 
8, 10 and 16 of copending Application No. 10/446,201. Although the conflicting claims 
are not identical, they are not patentably distinct from each other for the following 
reasons: 

With regard to instant claim 1, claim 1 of the '201 application teaches an 
antiparallel oligonucleotide triplex comprising at least one 8-aminopurine. The only 
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difference between the two claims is that claim 1 of the '201 represents a species of the 
more generic triplex of instant claim 1 . 

With regard to instant claims 2 and 3, claim 1 of the 701 application teaches a 
parallel hairpin comprising a purine part (a species of the instant "substantially" purine 
strand), a pyrimidine part (a species of the instant second oligonucleotide strand) and a 
linker, wherein the purine part comprises at least one 8-aminopurine. Claims 6-8 of the 
'201 application teach the at least one 8-aminopurine is 8-aminoadenine, 8- 
aminoguanine or 8-aminohypoxanthine (as found in instant claim 3). Claim 10 of the 
'201 application teaches a method of making such a hairpin wherein the linker connects 
the 5' end of the purine part to the 5' end of the pyrimidine part. In teaching a 
structurally-defined species of the instant oligonucleotide, claims 1, 6-8 and 10 of the 
'201 application render the generic structure of the instant oligonucleotide obvious. 

With regard to instant claim 4, claim 5 of the '201 application teaches a 
tetrathymine linker. 

With regard to instant claim 7, any oligonucleotide, including those taught in the 
claims of the '201 application, are inherently complementary to a target oligonucleotide 
(i.e. every oligonucleotide sequence has a corresponding complementary sequence 
which can be considered a "target"). 

With regard to instant claim 8, the only distinction from instant claim 2 is the 
added requirement that the second oligonucleotide is substantially complementary to 
the first oligonucleotide. This limitation is taught in claim 1 of the '201 application, which 
teaches a hairpin comprising a polypurine sequence and a polypyrimidine sequence. 
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wherein "said polypurine sequence is complementary to and parallel to said first 
polypyrimidine sequence". 

With regard to instant claims 10 and 11, claim 1 of the 701 application teaches 
an antiparallel oligonucleotide triplex as discussed above. Furthermore, claim 16 of the 
'201 application teaches such a triplex wherein the target sequence of the triplex is 
arranged in Hoogsteen orientation with respect to the hairpin. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel Woolwine whose telephone number is (571) 
272-1 144. The examiner can normally be reached on Mon-Fri 9:00am-5:00pm, 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on (571) 272-0782. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status inforrhation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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